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Brief guide to trade marks

What is a trade mark?

A trade mark, or brand, is an indicator of origin for your goods or services. It is the way in
which you identify and distinguish yourself from your competitors. It can be a word, logo,
color, picture, shape or a combination of these. Theoretically a trade mark can even be a
sound, smell or gesture if you can show that it serves the purpose of identifying the source of
the items sold.

A trade mark is important because it is the signal to the customer that the goods or services
they are buying from you will be of a particular quality and that subsequent purchases will be
of equal quality.

Trade marks are assets which become more valuable to the business as your brand
recognition grows. It is the symbol that embodies the goodwill of your business.

How do trade mark rights come into existence?

This will vary from country to country.
Unregistered rights

In India there are laws providing rights to unregistered trade marks. These can be useful in
many circumstances but are invariably more difficult and expensive to enforce than registered
rights.

Such laws normally run in parallel with rights provided by registration and examples are the
common law rights in “passing-off ” and “unfair competition ” laws which operate in some
European jurisdictions and America.

Rights in passing off protect the goodwill in a business. In order to succeed it is necessary to
show that the requisite goodwill exists. Proof of goodwill requires collection and submission of
substantial amounts of evidence. The nature of this evidence will depend on the facts of each
case but the materials must support the claim that there is recognition of the alleged
goodwill. Details of the past use including annual turnover figures, advertising expenditure,
volumes of sales, and consumer surveys can be positive contributions. However, without a
trade mark registration there is a great deal of uncertainty surrounding your rights in a
brand.

Registered rights

Most countries around the world enforce Trade Mark laws and operate a trade mark
registration system. A Trade Mark Registration is the most effective way of protecting the
rights in your brands.

In many countries the only way to protect your Trade Mark is by registration and the first to
register owns the right. It is therefore important to file trade mark applications as early as
possible.




Different types of registration are available:

National Registration: This provides protection in relation to a particular mark in a
particular country and is obtained through the National Trade Mark Office of that
country.( Registrar of Trademarks in India)

Community Trade Mark (CTM) Registration: This is a single registration obtained at the
Office for Harmonisation of the Internal Market (OHIM) and provides protection in all member
states of the European Union (currently there are 25 members)

International Registration: This is a system operated under an international convention
(the Madrid Agreement and Protocol) which enables a bundle of National Registrations to be
sought in one or more countries which are party to the convention, by filing an application
centrally at the World Intellectual Property Organisation (WIPO).

There are advantages and disadvantages to each of these types of registration and your
TRADEMARS4INDIA.COM consultant will be able to advise you on the best choice for your
case.

The registration procedure in India
The detail of trade mark registration procedure varies from country to country but the general
principles are similar. These are summarised as follows:

TRADEMARK PROCESS FLOW

Preparation and Filing of application and submission at the Trademark Registry,
Chennai

Acknowledgement of application with future correspondence number by the registry
within 20 days

Raising of Objections, if any, by the Registry within 3 months of receipt of
correspondence number

Reply to objections accompanied by affidavit, if necessary within a month of receipt
of letter of objection

Memo for personal appearance, if any

Advertisement in trademark journal, if accepted
Within 3 months of acceptance

Open to opposition from the public
For a period of 4 months from the date of acceptance

Replying to Notice of opposition, if any
Subject to assessment

Personal appearance, if any
Subject to assessment

Issuance of Registration certificate




What rights are given by registration?

Registration of a trade mark gives you a monopoly right to the mark in a particular territory
in relation to relevant goods or services. It enables you to prevent unauthorized use of the
same or a similar mark by others in respect of the same or similar goods and services.

In certain circumstances you can also prevent the use of the same or a similar mark in
relation to different goods or services.

It is essential that you have adequate trade mark protection for two main reasons:

. To ensure that you can enforce your rights against infringers should that be necessary;
and

. To reduce the risk of others being in a position to limit your business activities by
obtaining conflicting rights ahead of you.

How can we help you?

We can provide you information of Trade Mark law from brand development and clearance to
registration and enforcement. Once you have made a decision on the best strategy for you
we can implement appropriate trade mark filings in all trade mark jurisdictions around the
world and take care of all registration and maintenance requirements.
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This Brief Guide was prepared as an overview of the subject matter. It is not intended as a
substitute for considered advice from one of our attorneys and should not be relied on as
such. For assistance on IP related issues please contact your TRADEMARKS4INDIA.COM
consultant. Alternatively, you can make a general inquiry at subra@trademarks4india.com
or call us on 0 91 99610 10000. We look forward to helping you.




